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Application Papers 
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Attachments) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) ^ Information Disclosure Statement(s) (PTO/SB/08) 5 ) d Notice of Informal Patent Application 

Paper No(s)/Mail Date $nm$ . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20060928 



Application/Control Number: 10/612,239 Page 2 

Art Unit: 3732 

DETAILED ACTION 

Election/Restriction 

This application contains claims directed to the following patentably distinct 
species: Species 1 including packaged appliances or appliances having different size to 
indicate order of use, see claims 1 , 14-16, 19-21 , 27-43 and 48. Species 2 including 
appliances marked with a color dissolvable dye or color removable wrapper to indicate 
order of use. The species are independent or distinct because Species 1 does not 
require a dye of removable wrapper as claimed in Species 2. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, no claims are generic. 

Newly submitted claims 44-47 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: See above. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 44-47 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chishti et al (5975893) in view of Braverman (3780856). Chishti teaches providing 
packages and indicating their order of use, column 15, lines 1-5. Chishti does not show 
providing the packages in a continuous chain with a non-numeric indicia at the end. 
Braverman teaches providing packages in a continuous chain 10 in the order of use, 
and shows non-numeric indicia at an end package, Fig. 1, see "after meal". It would be 
obvious to one of ordinary skill in the art to modify Chishti to include indicating order by 
providing packages in a continuous chain and non-numeric indicia as shown by 
Braverman in order to make use of known ways of solving the problem of providing 
packages and indicating the order of use. All of the structure being shown, the specific 
meaning of the indicia at the end, is merely a matter of mental interpretation, and/or, 
intended use, and as such, is properly not given patentable weight. Further, in view of 
the teaching of Chishti, indicating the first appliance to be used would be obvious to one 
of ordinary skill in the art. 
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Claims 19-21 and 48 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chishti et al (5975893) in view of Klein (4038753). Chishti teaches providing 
packages and indicating their order of use, column 15, lines 1-5. Chishti does not show 
providing the appliances on a framework with non-numeric indicia. Klein teaches 
packaging dental appliances 18 by providing them on a framework 16 and using non- 
numeric indicia, "REG" see Fig. 1. It would be obvious to one of ordinary skill in the art 
to modify Chishti to include providing packages on a framework and non-numeric indicia 
as shown by Klein in order to make use of known ways of solving the problem of 
providing dental appliances. Chishti teaches indicating the order of use. To supply the 
appliances in the order of use on the frame would have been obvious to one of ordinary 
skill in the art to make it easy for a user to follow the desired order. All of the structure 
being shown, the specific meaning of the indicia, is merely a matter of mental 
interpretation, and/or, intended use, and as such, is properly not given patentable 
weight. As to claim 48, the above combination shows arranging on a framework, all of 
the structure being shown, the meaning of the arrangement is merely a mental step, 
and/or, intended use of the shown structure, and as such, is not given patentable 
weight. Further Chishti teaches ordering by use. 

Claims 27-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chishti et al (5975893) in view of Klatt (2003/0136698). Chishti teaches providing 
packages and indicating their order of use, column 15, lines 1-5. Chishti does not show 
providing the appliances in a package in order of use. Klatt teaches providing items in a 
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package 1 in the order of use, [0006]. It would be obvious to one of ordinary skill in the 
art to modify Chishti to include providing items in a package in their order of use as 
shown by Klatt in order to make use of known ways of solving the problem of providing 
package articles and indicating the order of use. 

Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chishti 
et al (5975893) in view of Baggett (481 1845). Chishti teaches providing packages and 
indicating their order of use, column 15, lines 1-5. Chishti does not show using non- 
numeric indicia on the packages. Baggett teaches marking packages with non-numeric 
indicia. It would be obvious to one of ordinary skill in the art to modify Chishti to include 
using non-numeric indicia as shown by Baggett in order to make use of known types of 
indicia for communicating information on order. 

Claims 30 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chishti et al (5975893) in view of Seidl (DE 3925088). Chishti teaches providing 
packages and indicating their order of use with numbers, column 15, lines 1-5. Chishti 
does not show providing additional marks on the numbers. Seidl teaches providing 
additional marks 4, Fig. 2, on numbers. It would be obvious to one of ordinary skill in 
the art to modify Chishti to include using indicia that includes numbers with additional 
marks as shown by Seidl in order to make use of known forms of indicia to 
communicate information. 
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Claims 30, 32 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chishti et al (5975893) in view of Fuller. Chishti teaches providing packages and 
indicating their order of use with numbers, column 15, lines 1-5. Chishti does not show 
removed numbers. Fuller teaches using removed numbers 6, Fig. 2, as indicia. It 
would be obvious to one of ordinary skill in the art to modify Chishti to include using 
removed numbers as shown by Fuller in order to make use of known indicia for 
communicating desired information. 

Claims 30 and 34-36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chishti et al (5975893) in view of Morrish et al (4726970). Chishti teaches 
providing packages and indicating their order of use, column 15, lines 1-5. Chishti does 
not show using shaped indicia. Morrish teaches using shaped indicia 35, Fig. 4, on 
packages 14. It would be obvious to one of ordinary skill in the art to modify Chishti to 
include the use of shaped indicia as shown by Morrish in order to make use of known 
indicia for communicating desired information. 

Claims 38 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chishti et al (5975893) in view of Wong et al (6206695) and Rohlcke et al 
(5326259). Chishti teaches a plurality of appliances, Fig. 7, that are marked to 
designate an order of use, column 15, lines 1-5. Chishti does not show using non- 
numeric indicia. Wong teaches that it is known to used non-numeric indicia, color, to 
indicate order, column 2, lines 41-53. It would be obvious to one of ordinary skill in the 
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art to modify Chishti to include the type of indicia shown by Wong in order to make use 
of known indicia to best communicate the desired order. The above combination does 
not show using a cutout notch. Rohlcke teaches that a notch may be used as an 
alternative indicia, column 1 , lines 21-24. It would be obvious to one of ordinary skill in 
the art to modify the above combination to include a notch as shown by Rohlcke in 
order to make use of known alternative indicia. 

Claims 40 and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chishti et al (5975893) in view of Wong et al (6206695) and Martin (6884071). 
Chishti teaches a plurality of appliances, Fig. 7, that are marked to designate an order 
of use, column 15, lines 1-5. Chishti does not show using non-numeric indicia. Wong 
teaches that it is known to used non-numeric indicia, color, to indicate order, column 2, 
lines 41-53. It would be obvious to one of ordinary skill in the art to modify Chishti to 
include the type of indicia shown by Wong in order to make use of known indicia to best 
communicate the desired order. The above combination does not show using a bar 
code as indicia. Martin teaches that a bar code may be used as an alternative indicia, 
column 7, lines 24-27. It would be obvious to one of ordinary skill in the art to modify 
the above combination to include a bar code as shown by Martin in order to make use 
of known alternative indicia. 

Claims 42 and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chishti et al (5975893) in view of Wong et al (6206695) and Martin (6884071) as 
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applied to claim 40 above, and further in view of Morris et al (5923001). The above 
combination does not show using a radio frequency tag. Morris shows using radio 
frequency tags to identify items. It would be obvious to one of ordinary skill in the art to 
modify the above combination to include a radio frequency tag as shown by Morris in 
order to make use of known ways of using and reading indicia to best communicate the 
desired message. 



Allowable Subject Matter 

Claims 1 and 37 are allowed. 



Information Disclosure Statement 

The IDS filed May 25, 2006 has been considered and an initialed copy attached. 

Response to Arguments 

Applicant's arguments filed August 10, 2006 have been fully considered but they 
are not persuasive. Wong is used to show using a non-numeric indicia an dental 
appliances to indicate use of that appliance, and as known in the art, their use is 
progressive. With respect to Wong and all of the applied combinations, all the structure 
being shown, the specific meaning of indicia is merely a mental step, and/or, intended 
use step. Further, Chishti teaches ordering. Using known indicia for indicating the 
meaning or intended use that is taught by Chishti is obvious in the shown use of indicia. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Wilson whose telephone number is 571-272- 
4722). The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin P. Shaver, can be reached at 571-272-4720). The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/612,239 



Page 10 



Art Unit: 3732 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




John J. Wilson 
Primary Examiner 
Art Unit 3732 
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September 28, 2006 



